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Keconsider'rition of zais parp.fiL;application Is rtespectfully 
requM.^tftd xti view cf LhA foregoing .aiasndinRr.Ls and the following 

hs discu.^heci briefly with the F.xamiasr on August 27, 2003, 
and (W) 3epte:nber 9, 200.3 Huclosed.. please fi:v} r.n aimcndiTiSnt aftRr 
allov/ancs. Thn f^nbjec^ ift the dlsfiassions with the E>!rtminer arc 
enclfj.'tiRrl in the reiciarks. The applicant r$spftc:Lfully requests 
entry cf this airt^ndment . :.n partif^Mtl ar, claims 53 and 60 have 
been riiuended to rerr.QVe thfi^ reference to th$ trrinifer support 
boinq torinQd from a '^gas-tight thsOTofoMeblc material''. New 
ciaiiTi fil addrof^ses this fHhi.Lure instead, previously submitted 
olaims 35 and 1.6 did not contain th.*? feature t:h5t the tf^n?,t^r 
mat«riril is made tzom a "g^H-tight thcrmof orjnabJ «=t material"- Tn 
■ ' addition; the d^ipl leant believes, th-st a transfer aupporl rn^^de 

froTTj d non gaa-tight "::h=imofGrraable material aapported in the 
spQcitication nn yage 10 iin^s 22^2^ ^nd on page li. T^p. 
apfH icjant amending cl-g-:iu:b 33, '5S and 60 and rtdding new claim 
61 because uf the filing of the Amendnaent on May 27, ?.003^ tho 
applicant did not wa^it lo include this feat.jrif; in independent 
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Claims S'H and 60 but rather wanted :to have this f^atcry -in a 
dependent claim. 

The applicant aJso believed th^t there Ls no subs^ontial 
amount of ticnal work nscsssary for review since tb?= 
dpplicant ociievos thai rio nev; ae^irch is ne^dftrl ar.d that tns 
clains 5s r'-iiitynded would be suf fic.i*:^nt ro overcome z'n^ refp fences 
cited- Fnr example, the fftature ofc' .the translyr support being ^ 
^'qas t::c;h": theinioformablc material'" •'a/as not inciaded in 
t^reriously filed indspenr^ejiL clainia and 36 whic.h were reviewed 
I'or allO'^^annp. bdS^ed upon the art: on re^rord. In addition, the 
ripplicant bclievas that th^i claims as presented lu the present 
amendr.en-- ^ud the arg;jincnts for pat *=>n Lability proccnted in thn. 
pre^iviously filod amendiT.ent on Max;27, 20J3 were sufficient to 
grant allowancfri based upon the scope or tlite now ayr.endod clainis. 
Ift p/^rticular, the present Invention in independent claims 53 ana 
differs siyrii f icantly from thft. r$f erRn:;fci3 cited- 

Ths appiicHHt fcalievcic that ..Claiirib- TkI-CO are patentable ovr-^r 
t.hy above cited ref sr/sncss^ hj particular Ciav&oU and Oeioode 
because the proch^ss of clair. b3 and the y.ssociated apparatus of 
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nlriia GO arc entirely different from both CJdvesu ana Derooa^ ace) 
the applicant believes that oven tji-e fjombination of ClavRHu and 
DT^rood^ wni.ld not tsach the prrjcftj^^s according to cl^im 53 cr thB 
rtpparatuo according claim 60* 

Cldvsna differs ficni the process of clPJirtt 53 and the 
appartir;3£: of claiiti 60 for the follovijjcj reasons: 1] CIoVp^u 
rec^uir^s du additional anvelopn to encioso and prys.s down on 
inkers; 2) Conssqiipnl.ly , Clav&Qu does not Uiaclose thst these 
inkers are r:;ipabls of perforrning LLts procesc of the t/-wnsf<&r of 
nt,^te;rieii or claim 53 dnd does not ,di$close thdt these inkers are 
tortned similar to the transfer sup.pt3it o€ claim 60; 3) IUp. 
Arppdi-citus of Cldv^^u and [.he process tor apply iny inks u:3ing ths 
de3i<^n of Clav^au \ consequently much nrore complicatsci thar wlih 
the prft.seciL invention of the pruness of ciaina 53 or t he Apparatus 
of clcxiir. feO. 

For example, CJ^vaau discloses a pror.P.HK and a sycten for 
tr5Lns::erriiuj aruwcrk or decoratiycT' via inkers 3' having 
cJ«i;oration3 that: are pressed on via separate iiLperimposcd 
membranes Bh and Ob- 
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In contra.«?t. tjlaim b3 states th<? following: 

iirovidj,ncf an envelops fuircied fj:om a t£ans£*ff .support which 
i> ^^dapted to receive thb cirtefa,ct.-. . wherein said stop cf 
providing said envelope comprises .formi*uj s^ici envelope frnm said 
transfer suppoii so that said opsn p.^-^d ie dctined cy ydje 
portions of ?aid trans;:er snppartr 



Thus, because the prnct^ss of claim 53 results in the 
providing gf c^-i envelope from ttie' rV^ni-f er support^ cl^iiii T:.? and 
assLi;:. i^-ed claim 60 differ5: Ciom Cl^sveau. 

Fur'Jiprmore, CJ^sveai; does roL 'disclose that th9 aJiVers 3'^ 
LltHi: contain decoration.^ .^1^ are ^ capable of pHrTorming tnc 
functions of lIih transfer support of nldlm 53 3uch as 
trrHD.^ferrinc; ink or deco;. ^ tions to an artefact- Instsadr claim 
b'J states: 



sucking iiif fro::n an cpen and" of said envclooe to Cc^.u.se said 
transfer si.pport to cdhers to both' -iides of said «.rtpfacL whe re in 
li ' a -n 5 fer Jupp^ - rt i - s m^itft f r oiri a gafl tight ^r h ft ijiioff^ rm qbl g 



The applicant believHS that 'this step sign-tfies the 
dltrcrence betwHHri the present inv^sntli.)!-! in claim b3 and Ciavre^ii 
in t.hd: because the transfe/. 5iupp6rt can be used i. o transfer the 
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artwork witlioul an additions! enve-Vope, the proc^^ss Is ri:ch 
si::ip]ftr with the present r:vention- ' 

Ft.ir ftxdnpic. With Cla\Jt-f^ii^ the ojspsrate structure ot z,^e 
inkera ' ba^^ing decnraticmo 31 aiiid \the mHuibranes and 8b 
crsats d iiinre complex and inf^r^icient otructurs and Lhereforc 
process than that of cAtLim b'S which invr.jlves only C3ne trsnsfr^r; 
support >)dving 9 decoration. Tbt=r' design ot Clav&av (::?uld re^uit 
in Uisplacsmcnts cccuri..' ng between- th^i memL-ir^-ifrs Oa and yb and 
the inkers ' which result in a reOuned accuracy in tli*:^ 
application ot the decnrriLion to the artefact ^nd a decrease in 
the ^pplic-^- iuii quality. 

D^rQode i3-iffer3 froxr. the process of claim b3 and the 
apparnl-us of claim bO for rhf^ lollowincf reasons: 1) Dttrrcode 
discloaci a proceyy that involves ; additloTiril compleK ip^ichinery; 
2) iiJsroode -^Iso di3closes that th-^- object for decorAt'on iLUSt be 
plriutjd on thio machinery; .1} Deirbodc blociis or sft^ils the endc: 01 
the transfer sup^nirt; and 4] in Hieroode the artefact is only 
co^tfid un one side. 
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For example, Ofti-oode dicjcioeos-a prncttss that involves 5 



flsMibly y.jpport skin 15 that is blocked between compLicai hl-I 
machinery involving d frrame 27 and a counter f iinae 25 which is 
positione:J .-.o form a vacuum in ub-^mber 2C. 



follow inq step: 

suckina air trcra an i.ipen end.:o,t said anvelu^jft -o cause £;aicl 
trc^nsfer support -.n adhere to both sides of .s-^icl artefact wl - nareift 
^ ■ j s .iid trAi ' j. y^ 'f w j — sup por t ij mad ft fi - om.a ' i^.^.*> L ig ht lhc;:iwtomabl ' tri 
: nA ^ t=' T- f ^1 ; 

Thus, "■5c:t:urding to tno step 'apov^ hhe translcr support uf 
r.laiin 53 forms its cum v;^ruuiti wr&ppinq around ths ailRfact while 
the process c.r DaroodiS involve? conpliratEid external machinery to 
ap|:"y the artwork. 

"^n addition as stated abovt*,> ' .the object tc b9 dscnr^iLed, for 
exarpio^ spectacle.s or gla^sec must be placed a movable 
support jO which io movable ini-o. a position for application by 
flexible support .^kMi 15, In contrast, the envelope or artefact 

claiim3 53 and isC does noi. rifte'd.to be moved on a n.0V3h1 k 
support. Thuib, nt^raade diftcrs because Lhfi^ flexible support skin 



Zr. Lv.nitrast/ tho procftss according t;o claiin S3 discichys the 



42- 
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15 musl ht^t blocked between frame. 2<7,and counter frcjnrt 2€, and the 
object to be d^corc^ie.d Tt.ust be movrsd on « :auvdble piste 31 to 
contarji support Okin 15 to Lnru) a.sealcd V5.cuum c.ln«KL 20 which is 
sealed oy frams 2*7 i'::lainping dovn on.cciurt.si fxmQ 26 to clo^e 
5lit 28 A^'id fo.rm a sealed vaciii:m chamber, this re.sijlLs in the 
dpparatua and the proc^^-^a in Dcro'o'de being rmjch more complicated 
than ~h(? prcKittss o£ claim 53 or thf^ apparatus of claim ^^0 v/hich 
cnly requires that th^i Li^insfer support be for-med aa an envslopt. 

Tor example, the prucess as in claica 53 yht^tes; 



iii^d wnor&in du^riny said ^X2Ck£nq 5tep^ ssui envelops la so 
i:rLiinqcci as to r5?tc^/n fleKibility , along its periphery^ tiier'^by 
c3l/oving said p/t^j^sure to i>e applied / o sdiid pctier-n cilr€'C.rJy Ly 
said trii;ibT(-;r- 5 upper 



Thus, ber?iui>e the envelops retaiii^i its flsKibiiity in it.s 
per'pheral edge^ at does ncL n^ed .to be blocked by the frame 2v 
and count^sr framft 26 of Deroocfc' ' Thus^ ih^, pr-oce5o of claim S3 
arid dssiqn of claifft SO rrin nuL, need the complicated nddi-ionc:! 
machinorv of Deroc}r^t=i, . ^ , 
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Finally, dfe .spite; the c0jnpl3.caL.rtd nature ot Deroode, it doeo 
not a]lciw the ar-ctact to be dacoratcd ori ho'J.) fiides, Tne 
PL^esent invention ti^D cIsiKiea in cls^^y 5?3 and 60 is ciir^;:tt';ted 
tcswaxtls a prococs and an ^^pparatus ;fcr coating i.he artctact on 
both cades. 

In addition, the applicant b^lievfts that it would he 
improper !.u combine che disclo.sijres ot Claveau anr] Deroodc 
' ngeth^r because as ,^trt.ecl in In Re Finer ^^"^ ^'2ci i07i, 107*3, 5 
' ' [J.S'.t^.Q. 2d. 1555. 159B (ii'ed Clr, 1980) there must b*^ "some 

objt-.ctive teaching in 1 he prior att that would lead the 
individual Lti combine the reXevdOt^teachinqs of the references.'' 
' ' Ttic-^ cjyplicant,, bclisvss L^^^. the rctfirences Lu Cl&VQ-iu and VercoriiH 

: with relation claims b3 ^nd €6^,[ at.-.i-.ially teach away f-om sech 

oll.'Hr. 

FirEb/ these two documents do not relate to the same 
Ciubiimacion r ^:iciiuolccy- Ci.3 reld 1.^5 to the d^coxatinn af 
articles on the entire snrLdr.^. by jnennc cf ela-i:!. !r. membranes 
pressinq on ths rrp^nhler support 'WHils Dt^rnad& relates zq Ujh 
■' * cartial d(Ji;-oratiO30 or an ob^ent by pressing against nrly one oide 

■ . of the object. The he;ating processes of Oexaad* and cl^veau 
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d^-ffer as ■^!^^^ , For cs^anpi^^ with Clavcai;, th^ bp.?iLing step 
orfMx:^ after the vacuum 1?^ formed vi^ ths envelope ^nd ths inkec. 
With Ogrood*?,. T.hB sheet ox transfer >.support is heated ru-st^ and 
thf^si t he object to ba dprtoidted is -pr^ssad agcilnst the heater? 
trancE^r sup[.iort, ^^nothcr difrerencie between these rwu 
refeifent^es is tln:it Clavsau teaches-'u eys'em and d pjroceao which 
15 periorned usiny ri portable dsvice yuch as an envelope nr dn 
elastU; iLi!drabra.ne ^ which is yr]|-.ir,ftly different Ihr^n the dcciqn of 
Deroodo which inducJbS a riqid vactJum chdn-iber 20. 

The one cornmou e*lement botwesn ClaVe*^/j atnd Deroode is tha'. 
botn use exLfi^rnntl elemcncg to apt^ly pressure onto a rrniisfer 
.'^upyort to decorate an :.»bject. How.evsr, thj.-^ feaT;'jrc is 
certainly ony element in i^hich thf;* present mv^antion 'm claima 
r^irtd GO differs from C?.9i/fcfda and Da^oode- clci^^rf^.au applies 
pressure usiiuj an e?itcrnal envelc^;!? which £^pplics pressu/n on a 
tr;9T:«rer support or an inkyr^ while Doroode uses a frame 27^ a 
counter trame 26^ d vacuum chest -20 and ^ brsckst 30 all '^rorklnc; 
togf^rhHi: 50 thet a flexible jjuppMt skin can be u.-^^ed to apply ^ 
decoration to rh?^ drtefact. ! 
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With the present Itiveation a5 claiinad in claiir.a b'6 and 60, 
the transfer support itoolf is shaped 35 an envelope vrnid'i 
doft.su' I need any additioudi support for applying a decorative ink' 
to the artefacL. Thua* with the pre-.^snt invention, thp. l.idnsfer 
of TwLfcii*jai is rr.uch less ^expensive ^than with CJnfvei'j bccaass \z 
does not involve n-sing e^tccnal^ ai)d itmre expencivo enveJcpn or 
mtsmbranti or using externyl complicated snd po.'jj.sibly inore 
eKpcncivQ machinery to apply ^be ink or dir:cGretion. 'Ihus^ th^. 
present invention not only dirfer.S/. it provides a less ei^pcnsive 
more £jiinple eolnt. lun than thwt ot ti>& £H--ior art. 

ThuS; the *=pplic^nt believes -'that chs differoncas l;etwPH:i 
the p^HSbfuL invention as describftd'in independent 53 ana 6D 

and ZJcrooQiS and C?rfvc^c:iz 'A-culd ncan nhat inrlrjpendent claims 53 
€0 ^r? pHientabl$ ever ttie abov*:* 'cited rcterences ami therefore 
O&roodc and cJav^n?? .sliuuld not bc-coriOsinsd render claims 53 ' 
and 60 unpatpn i.rible- ThuG^ because Lhtft applicant beli&vf^^5^ 
: r-depsndent claims 53 and 60 ar^, ailowabie , chej.r asaoci^itcd 
dcpend^^nt el=iimii ^should be alloVjS^/ a^s well, 

'rhorfs^oie, with -Dhc -iling o,f n-ie ancloood Hequas;, far 
Continued EKaxnination, the appltcdnt rasped rnlly requests entry 
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Qt rti« itbove ainondment.y tc the claims" asri-er allo\^ance berajse the 
applican- Joeli.hivt=^s thai: thQ claiins:- is anncno'SCl are sliill 
parr!iiLdble 6vor the r^fftrencec- cite.d taken either singly ol ir. 
ccnibinatioa . ^ ■ . 
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